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DETAILED ACTION 

Claims 1-12 are pending in the present application. 

Claim Objections 

Claim 1 1 is objected to because of the following informalities: Claim 1 1 appears to be 
missing a verb between the subject, vector, and predicate," two tandem copies". Appropriate 
correction is required. 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-12 are rejected under 35 U.S.C. 102(b) as being anticipated by Bedbrook et al. 
(WO 97/01952). 

The invention of the instant claims is broadly drawn to a vector for enhancing the 
inhibition of a selected target gene comprising a gene silencing vector having an inverted repeat. 
In a more specific embodiment, the vector comprises a promoter region, a 5 5 untranslated region, 
a DNA sequence and a 3' untranslated region containing a polyadenlyation signal. The inverted 
repeat of the vector may be in the 5' untranslated region of the construct. 
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Bedbrook et al. disclose a vector for inhibiting the expression of a target gene, ACC 
synthase, within an organism, tomato plant. See page 5, lines 5-17. The construct of Bedbrook et 
al. comprises a promoter region, p35S, a 5' untranslated region, leader sequence of the Cab22R 
gene, a transcribed DNA sequence, a fragment of ACC synthase, and a 3' untranslated region, 
nos3. See Figure 4 and page 5, lines 24-33. The vector of Bedbrook et al. comprises three 
copies of the construct arranged as inverted repeats. See page 6, lines 2-4. Three copies of the 
construct would encompass three copies of the 5' untranslated region. The construct also 
includes a LacA polylinker sequence used as a spacer for cloning purposes. See page 5, line 29 
and page 10, linese 17-18. Bedbrook et al. also disclose a usue for their vector in a method for 
controlling the expression ofAcc synthase in tomato plants by insertion of said vector into the 
genome of the plant See abstract. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dorer et al. 
(Cell Vol.77 PP 993-1002 1994). 

The invention of the instant claims is relied upon as described above. 

Dorer et al. Teach a vector for inhibition of a target gene, mini-white, comprising P 
transposon end, a P-galactosidase gene, plasmid sequences and the mini-white gene including the 
5' and 3' untranslated regions. See Figure 1. dorer et al. Show that when this vector is 
integrated into the genome of a transgenic Drosophila as an inverted repeat the expression of the 
endogenous mim-white gene is silenced. See Figure 3. One of ordinary skilled in the art would 
have been motivated to make and use a modified vector of Figure 1 which includes the inverted 
repeats of Figure 3 for gene silencing because Dorer et al. teach that inverted duplication lead to 
overall repression of the mini-white gene. See page 999, first column, third paragraph. 
Therefore, the invention as a whole would have been prima facie obvious to one of ordinary skill 
in the art at the time the invention was made. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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Claims 1-12 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 is drawn to a vector in the preamble while claim 5 which depends from claim is 
drawn to a method in the preamble. Based on this inconsistency, it is unclear in these two claims 
whether Applicant is claiming a product or a method. 

Claim 6 recites the term "enhanced." It is unclear whether the vector itself or the 
function of the vector, gene silencing, is enhanced. 

Claim 9 recites the term "selected fragments." There is insufficient antecedent basis for 
this phrase in the claim. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Konstantina Katcheves whose telephone number is (571) 272- 
0768. The examiner can normally be reached on Monday, Tuesday, Thursday and Friday 7:30 to 
5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Remy Yucel, Ph.D. can be reached on (571) 272-0781. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Konstantina Katcheves 

Examiner 

Art Unit 1636 




